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REMARKS 

Claims 1-92 are pending. Claims 48-51, 54, 57, 59-61, 66-69, 72, 75, 78-80, 91 and 92 
are under examination. New claims 93-96 have been added. Claims 48, 49, 66, and 67 have 
been amended. Support for the amendments and new claims can be found throughout the 
specification and the claims as filed. In particular, support for amendments to claims 48 and 66 
can be found in paragraphs [037] and [064] in the application as filed. Support for amendments 
to claims 49 and 67 can be found in paragraph [045] . Support for new claims 93-96 can be 
found in paragraphs [0060], and [0130]-[0133]. 

Accordingly, these amendments and new claims do not raise an issue of new matter and 
entry thereof is respectfully requested. 

Applicants wish to the thank the Examiner for granting a telephonic interview conducted 
February 3, 2010. 

Claim Objection 

The Examiner has objected to claims 60 and 61 for having erroneous claim status 
identifiers. Applicants have corrected the status identifiers and respectfully request removal of 
this objection. 

Claim rejections under 35 U.S.C. §102 

The rejection of claims 48-51, 54, 57, 59-61, 66-69, 72, 75, 78-80, 91, and 92 under 35 
U.S.C. §102 as allegedly being anticipated by Sem, U.S. 6,333,149 {"Sem") is respectfully 
traversed. 

Although Applicants assert that the claims were patentable over Sem as previously 
presented, in the interest of moving prosecution forward Applicants have amended independent 

claims 48 and 66 to recite all portions of the ligand probe and distinguish the ligand probe of 
claims 48 and 66 from the ligand probe of Sem as indicated in the figure below: 
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Ligand Moiety Antenna Moiety 




,C, etc. 



Present application 
n is at least one atom 



Ligand Probe 




Sem' 149 
no intervening atom 



Ligand Probe 



As indicated in the figure, Sem does not show the claim element of the antenna moiety. 
Instead, the Sem system is a ligand probe that is a labeled common ligand lacking at least one 
atom intervening between a ligand moiety (or common ligand) and the NMR visible nucleus of 
an antenna moiety. The atom(s) of the antenna moiety provide(s) additional features not present 
in the Sem system including: 1) extending the range over which a second ligand can be detected; 
2) providing flexibility in the antenna moiety to provide access to additional conformers to 
extrapolate additional information and/or enhance information related to, for example, the 
relative orientation between atom groups on the ligand moiety (or common ligand) and/or the 
second ligand; and 3) the antenna moiety can be readily altered as part of combinatorial 
optimization to map candidate linkers for the preparation of bi-ligands (i.e. common ligand 
covalently linked to a second ligand). 

With regard to the first point, in the specification at paragraph [060], (see also new claims 
94 and 96) it is noted that an NOE is observed for atoms that are about 6 angstioms apart or 
closer. However, a ligand moiety (or common ligand) and a second ligand that are further apart 
than about 6 angstroms when bound to a protein, would not have an observable NOE when 
employing the Sem method. Accordingly, the presence of an antenna moiety to extend the reach 
of the ligand moiety of the ligand probe towards a second ligand peraiits the discovery of second 
ligands that would otherwise have been missed because they are further than 6 angstroms from 
the ligand probe employed by Sem. Thus, ligand probes of the present invention, unlike the 
ligand probe of Sem, can be used to discover second ligands that are 7 angstroms, 8 angstroms, 9 
angstroms, or 10 angstroms away, or more. Since each C-C bond has a length of 1.54 angstroms, 
and C-0, C-F, C-P bonds are in the range of 1-3 angstroms, (see the exemplary bond lengths 
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tabulated in Exhibit A), adding 1, 2, or 3 additional atoms in the form of an antenna moiety can 
extend the reach of the ligand probe an additional 1.5-5 angstroms, for example. Further atom 
insertions providing an even longer antenna moiety would extend the reach of the ligand probe 
even further, thereby permitting discovery of ligands, using NOE measurements, that would not 
have been discovered using a ligand probe lacking an antenna moiety. 

Anticipation requires recitation of all the claim elements in substantially the same manner 
as claimed. Because Sem does not disclose an antenna moiety. Independent claims 48 and 66, 
and claims dependent therefrom, are patentable over Sem. Applicants respectfully request 
withdrawal of this rejection. 

Double Patenting 

For at least the reasons presented above. Applicants assert that claims 48-5 1 , 54, 57, 59- 
61, 66-69, 72, 75, 78-80, 91 and 92 are not subject to non-statutory obviousness-type double 
patenting over claim 1-33 of Sem (as cited above), claims 1-62 of U.S. patent 6,620,589, claims 
1-160 of U.S. patent 6,797,460, and claims 1-42 of U.S. patent 7,252,931. 

Conclusion 

In light of the amendments and remarks herein, Applicants submit that the claims are 
now in condition for allowance and respectfully request a notice to this effect. The Examiner is 
invited to call the undersigned agent if there are any questions. 



SDO 189869-1.066692.0097 



21 



Application No.: 10/799,934 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
including extension of time fees, to Deposit Account 502624 and please credit any excess fees to 
such deposit account. 



Respectfully submitted. 



McDERMOTT WILL & EMERY LLP 



A^'ictor Behar/ 



Victor Behar 
Registration No. 60,691 



1 1682 El Camino Real, Suite 400 
San Diego, CA 92130 
Phone: 858.720.3300 VB:llf 
Facsimile: 858.720.7800 
Date: February 4, 2010 



Please recognize our Customer No. 41552 
as our correspondence address. 
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BOND LENGTHS BETWEEN CARBON AND OTHER ELEMENTS (Continued) 
CARBON-OXYGEN CARBON-SULPHUR 



(2) Lengthened in presence of nuonner e. 

(3) Shortened (partial doubie bond) as in 
e.g. CMS 
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